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Introduction

• Intellectual Property (IP) disputes require effective 
mechanisms for resolution.

• Alternative Dispute Resolution (ADR) offers efficient and less 
adversarial approaches.

• Compounding under Kenya’s Anti-Counterfeit Act is pivotal in 
resolving IP disputes.
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Legal Framework for 
IP Protection in Kenya
• • Constitution of Kenya 2010 emphasizes ADR 

under Article 159. Article 40 (5) obligates State to 
support, promote and protect IP rights of the 
Kenyan people.

• • Anti-Counterfeit Act CaP 510 of Laws of Kenya 
provides a framework for combating counterfeiting.

• • Role of the Anti-Counterfeit Authority (ACA) in 
enforcing IP rights.
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Overview of the Anti-Counterfeit Act, 2008

• Enacted to 
protect IP rights 

and combat 
counterfeit goods.

• Defines offences 
and penalties 

related to 
counterfeiting.

• Establishes the 
ACA for 

enforcement and 
IP protection.
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The Role of 
Anti-

Counterfeit 
Authority

•Public Awareness: Educate and inform the public on 
counterfeiting issues.

•Enforcement: Combat counterfeit goods and related 
trade in Kenya.

•Capacity Building: Develop and promote training 
programs on anti-counterfeiting.

•Collaboration: Coordinate with national, regional, and 
international organizations.

•Research & Inquiries: Conduct research and inquiries 
into counterfeiting issues.

•Advisory Role: Advise the Cabinet Secretary on 
policies to combat counterfeiting.

•Legal Compliance: Perform additional roles as 
prescribed by law.

•Incidental Duties: Execute other necessary or 
supportive duties. 
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Understanding ADR 
in IP Disputes in 

Kenya

•Promotion of ADR: Article 159(2)(c) 
emphasizes alternative dispute resolution 
(ADR), mirrored in ACA's compounding 
process to resolve IP disputes outside 
court.

•Efficiency: ACA’s ADR ensures swift and 
cost-effective dispute resolution, reducing 
court backlogs.

•Reconciliation: Facilitates amicable 
settlements between IP rights holders and 
offenders, promoting compliance.

•Access to Justice: Offers an accessible, 
non-litigation pathway for resolving 
disputes, especially for small-scale traders.

•Administrative Approach: ACA’s 
compounding aligns with traditional and 
administrative resolution mechanisms 
under Article 159. 
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Compounding as an ADR Mechanism

• Defined under Section 34A of the Anti-Counterfeit 
Act.

• Allows offenders to settle disputes by paying fines or 
fulfilling conditions.

• Avoids lengthy court processes while resolving 
disputes efficiently.
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Legal Basis for 
Compounding

• • Section 34A empowers the ACA’s Executive 
Director to compound offences.

• • Legal provisions ensure fairness and 
transparency in the process.

• • Compounded disputes are equivalent to 
High Court decrees.
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Benefits of Compounding in IP Disputes

• Cost-Effective: Reduces legal and court expenses.
• Court Relief: Eases judicial backlogs.
• Flexible: Allows tailored, amicable settlements.
• Compliance: Encourages corrective actions over prosecution.
• Accessible: Simplifies resolution for small traders.
• Fast: Quick resolution of disputes.
• Confidential: Preserves reputation and relationships. 
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ACA Achievements in 
Compounding 

❑•Successful resolution of 300 disputes 
through compounding since February 
2023.

❑The Authority has generated USD 
103,164.4 . The funds are being 
channelled to support enforcement 
activities.
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Types of 
Goods By 
Category
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Case Studies: Successful 
Compounding Examples
• • Examples of notable IP disputes resolved through 

compounding.
• City General Stores case (2023) : Goods were seized in 

Nairobi. They admitted to dealing with SKF bearings, 
for which a USD 10,000 fine was imposed. The seized 
goods were forfeited to the State for destruction.

• Greenlink Cargo Limited Case (2023): The company 
was found dealing in counterfeit stationery for Hewlett 
Packard (HP). A fine of USD 5,000 was imposed, and 
the counterfeit goods were forfeited to the State.

• Bille Abdi Case (2024): The individual was caught with 
counterfeit Nike apparel. A fine of USD 7,000 was 
imposed, and the goods were seized by the State.
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Challenges in 
Compounding

Abuse of Process: 
Potential for unfair 

settlements or 
coercion.

Accountability 
Concerns: Offenders 

may avoid full legal 
consequences.

Inconsistency: 
Outcomes may vary 

due to lack of 
standardized 

guidelines.

Limited Deterrence: 
Leniency might not 
discourage repeat 

offenses.

Transparency Issues: 
Risk of opacity in 
decision-making 

processes.

Capacity Gaps: 
Requires skilled 

personnel to mediate 
and implement 

effectively.
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Policy Recommendations

• Address challenges in compounding and ADR implementation.

• Enhance capacity-building for Enforcement Agencies and other stakeholders.

• Reforms to strengthen ADR mechanisms.

• Vision for IP dispute resolution in Kenya.

IP Enforcement agencies initiatives to educate the public on counterfeiting.

• Importance of awareness in reducing IP infringements.

•Enforcement Agencies’ partnerships with local and international organizations.

• Role of collaboration in enhancing IP enforcement.

• Views of IP rights holders, legal practitioners, and policymakers to be taken into account.
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Conclusion

• Compounding 
represents a 

significant step in 
Kenya's IP 

enforcement.

• Emphasizes cost-
effective and timely 
dispute resolution.

• Strengthens IP 
protection while 

fostering business 
growth.
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Our Offices

HQs, satellite offices: National Water Plaza, 3rd Floor, Dunga Road, Off Bunyala 
Road, 
P.O. Box 47771 – 00100 Nairobi
Tel: 020-2280 000; 0717-430-640; 0733-951-375

Mombasa Office: Mombasa Trade Centre, Nkrumah Road
P.O. Box 41132-80100 Mombasa
Tel: 041- 2220709

Kisumu Office: Kisumu Alpha House, 4th Floor, Room 47,
P.O. Box 894 - 40100 Kisumu
Tel: 057 - 2029929

Eldoret  Office: Kiptagich Building, 3rd Floor, Uganda Road,
Tel: 053 - 2030558

www.aca.go.ke | info@aca.go.ke | Twitter: @ACAkenya | Facebook: ACA Kenya
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Mediation as an alternative dispute resolution 
mechanism in enforcement matters in Paraguay and 
the collaboration between DINAPI and the WIPO 

Arbitration and Mediation Center (AMC)

Atty. Diego Pérez Bernal, MPII 

Director General of  Enforcement

National Directorate of  Intellectual Property (DINAPI) 
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Collaboration between the WIPO AMC and DINAPI

• Training of  15 DINAPI officials as mediators (WIPO 
Academy course DL-317 and other training)

• Advice on the drafting of  internal mediation regulations.

• Provision of  a regularly updated computer platform to 
monitor and manage cases, with an electronic filing 
option.

• Provision of  software for conducting online hearings and 
allowing for their recording.
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Mediation regulations of  DINAPI

Decision No. 113/2023 “APPROVING THE 
REGULATIONS GOVERNING THE MEDIATION 
SERVICE OFFERED BY THE MEDIATION AND 
CONCILIATION DIRECTORATE UNDER THE 
AEGIS OF THE GENERAL DIRECTORATE OF 
ENFORCEMENT”

It has 28 articles, divided into three chapters:

• Preliminary provisions

• The mediation process

• The mediator
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Pre-implementation stage 
____________

After the issuance of  regulations and the training of  
mediators, the Directorate of   Mediation and Conciliation 
prepared the necessary documentation for the service 
(orders, notifications, confidentiality agreements, minutes, 
agreements, etc.), the integration of  WIPO's IT platforms 
with DINAPI's internal systems and conducted the 
necessary tests to achieve stable operation.

During this pre-implementation stage, 16 applications for 
mediation were exceptionally processed with the 
authorization of  the National Directorate, with 
agreements being reached in five cases.
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Mediation Service pilot plan

Decision No. 412/2024 “IMPLEMENTING THE PILOT PLAN OF THE 
MEDIATION SERVICE OFFERED BY THE MEDIATION AND CONCILIATION 
DIRECTORATE OF THE DIRECTORATE GENERAL OF ENFORCEMENT OF 
THE NATIONAL INTELLECTUAL PROPERTY DIRECTORATE (DINAPI)”

The decision provides as follows:

• The use of  the WIPO platform and tools integrated with the systems of  the institution, 
as well as the application form in its two formats is approved;

• The mediation service is free of  charge for the duration of  the pilot plan;

• The pilot plan shall be in effect until January 31, 2025.
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Ceremony to launch the Mediation Pilot Plan
____________
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In person Remotely
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Highlight in publication “WIPO ADR Stories”.

https://www.wipo.int/amc/en/center/speci

fic-sectors/ipoffices/paraguay/dinapi.html
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Processing

After the submission, the Mediation and Conciliation Directorate 
performs an admissibility analysis to determine whether the 
dispute can be mediated and verifies compliance with the formal 
requirements of  the Regulations.

If  the case can be mediated and the formal requirements are met, 
the process is triggered by the appointment of  mediators and 
alternate mediators from the list of  mediators registered with 
DINAPI.

The initial hearing is then scheduled and the parties notified and 
consulted as to their preferred method of  attendance (in person 
or remotely).



WIPO FOR OFFICIAL USE ONLY 

Hearings
____________

In-person hearings are held at DINAPI headquarters, in 
the offices of  the Directorate General of  Enforcement.

Online hearings are conducted on the WEBEX platform, 
which is one of  the IT tools provided by WIPO for the 
provision of  the service.

Online hearings are recorded unless otherwise requested by 
the parties.

In both formats, minutes are taken to record the 
appearance, the particulars of  the parties, their statements 
and, if  agreement is reached, the terms of  the agreement.
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2024 statistics
____________

Type of  case

Administrative/industrial property: 1

Administrative/copyright: 1

Extrajudicial/others: 2

Extrajudicial/infringements: 33

Type of  applicant

National: 9

Foreign 28

Application type

In person: 23

Electronic: 14

Hearing type

In-person: 19

Remote 30

Total figures

Cases: 37

Hearings: 49

Agreements 12
Success rate: 32.4%
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THANK YOU VERY MUCH.
AGUYJE (THANK YOU IN GUARANÍ)
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